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DETAILED ACTION 

This communication is a first office action on the merits. Claims 1-5, as per 
preliminary amendment, are currently pending and have been considered below. 



Drawings 

1 . Figures 1 and 2 should be designated by a legend such as --Prior Art-- because 
only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 3 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Regarding claim 3, the limitation "arranged at regular heights" renders the claim 
indefinite because it is unclear what the applicant is referring to when using the word 
"regular," as this word can be interpreted to have many different meanings. 

Regarding claim 5, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Clum et al. 
(US 5,389,266). 

Regarding claim 1 , Clum et al. disclose a cutoff device comprising a framed 
housing (20) opened at a lower end thereof (as shown in Figure 2), and supporting a 
cover (18) having a cutoff wall (26) being opened at a lower end thereof (as shown in 
Figure 2), and a flexible liquid bag (column 3, line 55-column 4, line 3) attached to the 
lower end of the cutoff wall (as shown in Figure 2). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clum et al. in view of Scales (US 3,967,458). 

Regarding claim 2, Clum et al. disclose all the elements as mentioned in claim 1, 
but fails to disclose wherein the housing comprises an extensible or compressible 
telescopic column, and upper and lower support frames coupled to each of upper and 
lower ends of the telescopic column. 

However, Scales discloses a housing of a marine apparatus (as shown in Figure 
3) comprising a telescopic column (1 1 ) that is extensible or compressible (column 3, 
lines 7-1 6), an upper support frame (1 0) coupled to an upper end of the telescopic 
column (as shown in Figure 1 ), and a lower support frame (1 7) coupled to the lower end 
of the telescopic column (as shown in Figure 1). 
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It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify the cutoff device of Clum et al. to include the 
telescopic housing of Scales in order to ensure that the cutoff device will be operable in 
a wide range of water depths (column 1 , lines 51 -53). 

Regarding claim 3, Clum et al. disclose all the elements of claim 1 , but fail to 
disclose wherein the outer surface of the cutoff wall is supported by horizontal support 
bars that are arranged at regular heights. 

However, Scales discloses wherein an outer surface of a wall (13) is supported 
by a horizontal support bar (16) arranged at a regular height (as shown in Figure 1). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify the cutoff device of Clum et al. to include the 
horizontal support bar of Scales in order to provide bracing between the vertical 
members and to provide lateral stability to the apparatus as a whole (column 4, lines 46- 
55). 

It is noted that Scales teaches a single support bar, however, it would have been 
obvious to use multiple horizontal support bars as opposed to using one support bar 
because using more supports provides more stability to any structure since it has been 
held that mere duplication of the essential working parts of a device involves only 
routine skill in the art. See MPEP 2144.04. 
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9. Claims 4 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Clum et al. in view of Bloxson et al. (US 5,520,364). 

Regarding claim 4, Clum et al. disclose all the elements of claim 1 , but fail to 
disclose wherein the upper end liquid bag is fastened to the lower end of the cutoff wall 
by a zipper. 

However, Bloxson et al. disclose a flexible weight bag (as shown in Figure 1) 
wherein the upper end of the bag has a clip used as a fastening means to connect it to 
the lower end of objects to be weighed down (as shown in Figure 3). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify the cutoff device of Clum et al. to include the flexible 
weight bag of Bloxson et al. in order to be able to easily attach or detach the weight 
holding the device down depending upon whether the device is in use (see Abstract). 

Simple substitution of one known element (a zipper) for another (fastening clip of 
Bloxson et al.) would achieve the predictable result of making the weighted bag easily 
detachable from the cutoff device. 

Regarding claim 5, Clum et al. disclose all the elements of claim 1 , but fail to 
disclose wherein the liquid bag contains liquid and a heavy substance added to the 
liquid. 

However, Bloxson et al. disclose a flexible weight bag (as shown in Figure 1) that 
contains liquid and a heavy substance (column 2, lines 5-9). 
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It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify the cutoff device of Clum et al. to include the liquid 
and heavy substance mixture within the weighted bag of Bloxson et al. in order to make 
the weighted bag heavier than a bag that contained just one of either a liquid or a heavy 
substance (column 2, lines 5-9). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Kinghorn (US 4,867,608) for a flexible liquid bag used at the bottom of an 
underwater structure used to conform to the ocean floor. 

Borns et al. (US 6,209,965) for a cutoff device used for dredging. 

Zaiger (US 6,51 7,287) for a cutoff device used for dredging. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NICHOLAS WILBUR whose telephone number is 
(571)270-5746. The examiner can normally be reached on Monday-Friday 7:30 AM- 5 
PM Every Other Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynda Jasmin can be reached on (571)272-6782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/NICHOLAS WILBUR/ 
Examiner, Art Unit 4127 



/Lynda Jasmin/ 

Supervisory Patent Examiner, Art Unit 4127 



